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DETAILED ACTION 
Status of the Claims 

1. This action is in response to papers filed 16 October 2006 in which claLms 24-26, 28, 
32-33 were amended and the previous rejections were traversed. Applicant's arguments have 
been thoroughly reviewed and are discussed below. 

The previous objections and rejections in the Ofl&ce Action dated 17 August 2006, 
reiterated below are maintained. 

Claims 22-35 are xmder prosecution. 

Claim Objections 

2. Claims 23-35 are objected to under 37 CFR 1.75(c), as being of improper dependent 
form for failing to further limit the subject matter of a previous claim. Applicant is required to 
cancel the claim(s), or amend the claim(s) to place the claim(s) in proper dependent form, or 
rewrite the claim(s) in independent form. 

Claims 23-25 and 32-33 are drawn to the data or information received by the receiving 

means of Claim 22. Claims 26-31 and 34-35 are drawn to the means for modeling of Claim 

22 and define an intended use for the modeling means e.g. to define sub-models. The data 

does not further define any structural component of the apparatus of Claim 22. The modeling 

means, as defined in the specification, comprises data structures, mathematical algorithms 

and data manipulation. The means do not result in any functional or structural 

interrelationship or produce a concrete, tangible and useful result. Therefore, the means do 

not further limit the apparatus of Claim 22. 

ii) Computer-Related Processes Limited to a Practical Application in the Technological 
Arts 

There is always some form of physical transformation within a computer because a 
computer acts on signals and transforms them during its operation and changes the 
state of its components during the execution of a process. Even though such a physical 
transformation occurs within a computer, such activity is not determinative of whether 
the process is statutory because such transformation alone does not distinguish a 
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statutory computer process from a nonstatutory computer process. What is 
determinative is not how the computer performs the process, but what the computer 
does to achieve a practical application. See Arrhythmia, 958 F.2d at 1057, 22 USPQ2d 
at 1036. 

A process that merely manipulates an abstract idea or performs a purely mathematical 
algorithm is nonstatutory despite the fact that it might inherently have some 
usefulness. In Sarkar, 588 F.2d at 1335, 200 USPQ at 139, the court explained why 
this approach must be followed: 

No mathematical equation can be used, as a practical matter, without 
establishing and substituting values for the variables expressed therein. 
Substitution of values dictated by the formula has thus been viewed as a form of 
mathematical step. If the steps of gathering and substituting values were alone 
sufiScient, every mathematical equation, formula, or algorithm having any 
practical use woiild be per se subject to patenting as a ''process" under 101. 
Consideration of whether the substitution of specific values is enough to convert 
the disembodied ideas present in the formula into an embodiment of those 
ideas, or into an application of the formula, is foreclosed by the current state of 
the law. 

For such subject matter to be statutory, the claimed process must be limited to a 
practical application of the abstract idea or mathematical algorithm in the technological 
arts. See Alappat, 33 F.3d at 1543, 31 USPQ2d at 1556-57 (quoting Diamond v. Diehr, 
450 U.S. at 192, 209 USPQ at 10). See also Alappat 33 F.3d at 1569, 31 USPQ2d at 
1578-79 (Newman, J., conciming) (^'vmpatentability of the principle does not defeat 
patentability of its practical applications") (citing O 'ReiUy v. Morse, 56 U.S. (15 How.) 
at 1 14-19). A claim is limited to a practical application when the method, as claimed, 
produces a concrete, tangible and useful result; i.e., the method recites a step or act of 
producing something that is concrete, tangible and useful. See AT &T, 172 F.3d at 
1358, 50 USPQ2d at 1452. Likewise, a machine claim is statutory when the machine, 
as claimed, produces a concrete, tangible and useful result (as in State Street, 149 F.3d 
at 1373, 47 USPQ2d at 1601) and/or when a specific machine is being claimed (as in 
Alappat, 33 F.3d at 1544, 31 USPQ2d at 1557 (*> en< banc). For example, a computer 
process that simply calculates a mathematical algorithm that models noise is 
nonstatutory. However, a claimed process for digitally filtering noise employing the 
mathematical algorithm is statutory. (MPEP, 2106 IV, 2, ii). 



Response to Arguments 

3. Applicant traverses the object because the invention is drawn to an apparatus, not a 
process as discussed in the above objection. Applicant describes the dependent claims as 
follows: ''claim 23 spedfies that the data comes firom two channels; and claims 24, 25, 32, and 
33 specify in such apparatus the specific type of data being modeled and analyzed." From this 
Applicant states, ''the invention is not a computer process that simply calculates a 
mathematical algorithm that models something. It is an apparatus that analyzes images and. 
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in doing so, employs means for modeling something. That something, as broadly stated in the 
independent claim, is modeling the process." 

Applicant's comments are noted. As stated in the above object and in Applicant's 
comments, the claims define uses for the apparatus of Claim 22 e.g. where data comes from 
and type of data analyzed. The claims do not define structural components that further limit 
the apparatus of Claim 22. Neither the soTirce of data nor the type of data analyzed define 
structural components of the apparatus. Hence, claims which describe the data source or 
type do not further limit the apparatus. 

Applicant further asserts that it is not improper to specify a feature being modeled. 
The assertion is noted. However, the issue at hand is that the data source and data analysis 
does not further define or limit the structure. A recitation of intended use is not improper. It 
is objected to in this instance because the claims do not contain further elements so as to 
further limit the structure of the apparatus. 



35 use § 112, sixth paragraph 

4. The claims are written in means-plus-function language. The MPEP § 2106, II, C 

provides guidance in claim interpretation. 

Where means plus function language is used to define the characteristics of a 
machine or manufacture invention, claim limitations must be interpreted to read on 
only the structures or materials disclosed in the specification and "equivalents thereof." 
(Two en banc decisions of the Federal Circuit have made clear that the OflBce is to 
interpret means plus function language according to 35 U.S.C. 1 12, sixth paragraph. In 
the first. In re Donaldson, 16 F.3d 1189, 1193, 29 USPQ2d 1845, 1848 {Fed. Cir. 1994), 
the court held: 

The plain and imambiguous meaning of paragraph six is that one construing means- 
plus-function language in a claim must look to the specification and interpret that 
language in light of the corresponding structure, material, or acts described therein, 
and equivalents thereof, to the extent that the specification provides such disclosure. 
Paragraph six does not state or even suggest that the PTO is exempt from this 
mandate, and there is no legislative history indicating that Congress intended that the 
PTO should be. Thus, this court must accept the plain and precise language of 
paragraph six. 
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5. The instant specification broadly defines the claimed means at (page 5, line 31-page 6, 
line 16) such that the means for receiving data encompasses a device for receiving a data 
image, the means for modeling and means for comparing are processor configured for receiving 
and analyzing the received data and the means for outputting the information as a display or 
data recorder. 

As stated above, the type of data and/or information received and/or used along with 
the use of the modeling means do not further define the means for receiving, means for 
modeling and means for comparing. 

Response to Comments 

6. The above discussion is not a rejection. The examiner apologizes for any confusion 
regarding the discussion. The discussion details interpretation of the means- plus- function 
language in the claims. The citation of 35 U.S.C. 1 12, is provided to clarify the basis for the 
interpretation. 

Claim Rejections • 35 USC §102 

7. The follovTing is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form 
the basis for the rejections under this section made in this OflBce action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or 
in public use or on sale in this country, more than one year prior to the date of application for 
patent in the United States. 

(e) the invention was described in (1) an application for patent, published under section 
122(b), by another filed in the United States before the invention by the applicant for patent 
or (2) a patent granted on an application for patent by another filed in the United States 
before the invention by the applicsint for patent, except that an international application 
filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application 
designated the United States and was published under Article 21(2) of such treaty in the 
English language. 

8. Claims 22-35 are rejected imder 35 U.S.C. 102(b) as being anticipated by Stoughton et 
al (U.S. Patent No. 6,132,969, issued 17 October 2000). 
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Regarding Claims 22-35, Stoughton et al disclose an apparatus for analyzing 
microarray images (Abstract), the apparatus comprising means for receiving data from a 
microarray from a DNA microarray having gene expression information (e.g. multi-channel 
image detector, Column 50, line 40-Coluimi 51, line 36), means for modeling the microarray 
(e.g. computer, programs and software configured for receiving and analyzing the received data 
(Colimin 54, line 4-Colurmi 57, line 40), and the means for outputting the information (e.g. 
computer display and/ or data recorder (Column 54, lines 20-32). Stoughton et al further 
disclose the apparatus comprising various algorithms for analysis of signals and data from the 
microarray and computer software utilizing the data for modeling parameters § 5. 1-5.6). 

Response to Arguments 
9. Applicant asserts that Stoughton is concerned with processes different from those 
claimed. Applicant asserts that Stoughton does not teach use of models/ algorithms to 
improve image analysis and increase accvu-acy. Applicant fiuther asserts that Stoughton 
merely provides a general description of two microarray experiments, but does not provide any 
indication of how one could use models/ algorithms to improve image analysis. The 
arguments have been considered but are not foimd persuasive because the claims are drawn to 
an apparatus using means-plus-function language. As stated above, the means are 
interpreted as defined in the specification. The recitations of ftinctionality do not further 
define or limit the structural components of the claimed apparatus. Furthermore, Applicant 
has not pointed to any further structures required by the functionality. The courts have 
stated that means-plus-function limitations are interpreted in light of the specification to cover 
the structures as defined the specification. As such, the claims are interpreted as discussed 
above in T[ 5. 

In re Donaldson. 29 USP02d 1845 (Fed.Cir. 19941. states: 

An element in a claim for a combination may be expressed as a means or step for 
performing a specified function without recital of structure, material, or acts in support 
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thereof, and such claim shall be construed to cover the corresponding structure, 
material or acts described in the specification and equivalents thereof. 

10. Claims 22-35 are rejected imder 35 U.S.C. 102(e) as being anticipated by Friend et al 
(U.S. Patent No. 7,013,221, filed 28 April 2000). 

Regarding Claims 22-35, Friend et al disclose an apparatus for analyzing microarray 
images (§ 5.2-5.3.6), the apparatus comprising means for receiving data firom a microarray 
firom a DNA microarray having gene expression information (e.g. multi-channel image detector, 
Colimm 50, line 11 -Column 51, line 57), means for modeUng the microarray (e.g. computer, 
programs and software configured for receiving and analyzing the received data (Column 41, 
line 44-Col\mm 45, line 67), and the means for outputting the information (e.g. computer 
display and/ or data recorder (Colxmm 51, lines 24-38). Friend et al further disclose the 
apparatus comprising various algorithms for analysis of signals and data firom the microarray 
and computer software utilizing the data for modeling parameters § 5. 1.2). 

Response to Arguments 

11. Applicant asserts that Friend does not provide information on how to improve image 
analysis but uses the models/ algorithms for an entirely different purpose than that claimed. 
The arguments have been considered but are not foimd persuasive because the claims are 
drawn to an apparatus using means-plus-fimction language. As stated above, the means are 
interpreted as defined in the specification. The recitations of fimctionality do not ftxrther 
define or limit the structural components of the claimed apparatus. Furthermore, Applicant 
has not pointed to any further structures required by the functionality. The courts have 
stated that means-plus-fimction limitations are interpreted in light of the specification to cover 
the structures as defined the specification. As such, the claims are interpreted as discussed 
above in If 5. 
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12. THIS ACTION IS MADE PINAL. Applicant is reminded of the extension of time policy 
as set forth in 37 CFR 1.136(^. 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE- MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 . 136(a) will be calculated from the mailing date of the advisoiy action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Conclusion 

13. No claim is allowed. 

14. Any inquiry concerning this communication or earlier commimications from the 
examiner should be directed to BJ Forman whose telephone number is (571) 272-0741. The 
examiner can normally be reached on 6:00 TO 3:30. 

If attempts to reach the examiner by telephone are imsuccessful, the examiner's supervisor, 
Ram ShuMa can be reached on (571) 272-0735. The fax phone nimiber for the organization 
where this application or proceeding is assigned is (571) 273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Any inquiiy of a general nature or relating to the status of this application or proceeding 
should be directed to (571) 272-0547. 

Patent applicants with problems or questions regarding electronic images that can be viewed in 
the Patent Application Information Retrieval system (PAIR) can now contact the USPTO's Patent Electronic 
Business Center (Patent EBC) for assistance. Representatives are available to answer your questions 
daily from 6 am to midnight (EST). The toll free number is (866) 217-9197. When calling please have your 
application serial or patent number, the type of document you are having an image problem with, the 
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number of pages and the specific nature of the problem. The Patent Electronic Business Center will 
notify applicants of the resolution of the problem within 5-7 business days. Applicsuits can also check 
PAIR to confirm that the problem has been corrected. The USPTO's Patent Electronic Business Center is 
a complete service center supporting all patent business on the Internet. The USPTO's PAIR system 
provides Internet-based access to patent application status and history information. It also enables 
applicants to view the scanned images of their own application file folder(s) as well as general patent 
information available to the public. 

For all other customer support, please call the USPTO Call Center (UCC) at 800-786-9199. 



BJ Formjin; Ph.D. 
Primary Examiner 

Art Unit: 1634 
December 29, 2006 




